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DETAILED ACTION 

1. This action is responsive to application Amendments filed on March 1 , 2007. 
Claims 1 and 5 have been amended. Claims 2-4 have been canceled. Claims 1, 
5-30 are presented for examination. 

Remarks 

2. In response to Applicant's remark that "the Section 112 rejection based on an 
alleged lack of antecedent basis for IMS system server' in Claim 1, line 5 
appears to be incorrect' (Emphasis added)(Remarks, page 9/12, first paragraph), 
it must be clarified that said 112 rejection was necessary and correct prior to 
Applicant's amendment of Claim 1 . In other words, this rejection has been 
rendered moot only in view of the amended claim 1. 

Response to Amendment 

3. In view of the amendment to claim 1 to overcome the rejection of claims 1-10 
under second paragraph of 35 USC 112 (lack of antecedent basis), the rejection 
of claims 1-10 under second paragraph of 35 USC 1 12 is hereby withdrawn. 

In view of the amendment to claim 1 to include the un-abbreviated term 
"Information Mangagement System" to maintain the intended meaning for the 
term's abbreviation "IMS", the objection of claims 1-30 is hereby withdrawn. 
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Response to Arguments 

4. Applicant's arguments filed March 1 , 2007 have been fully considered but they 
are not persuasive. 

Argument 1 : "the exit routine mentioned in Forth is for the purpose of collecting 
statistics, rather than for any purpose for which a user chooses to adapt and customize 
the system" (Remarks, page 9/12, starting from last paragraph, ending on top of page 
10/12). It is respectfully submitted that while this Forth may have a different purpose 
for the exit routine (e.g., collecting performance statistics), the plain language of the 
claims does not exclude the exit routine's purpose from collecting performance 
statistics. Furthermore, using an exit routine to collect performance statistics clearly 
anticipates "enhancing the function of the system and user software" as argued by 
Applicant. 

Argument 2 : "With the presently claimed combination of features, no preexisting 
software need to be modified other than the calling sequence of the 'target' exits, to 
thereby transparently expand this single interface to multiple users without modification 
to any system or user code" (Remarks, page 10/12, second paragraph). It is 
respectfully submitted that this feature is irrelevant to the invention, as claimed, since 
the plain language of the claims does not expressly exclude preexisting software from 
being modified. 



Application/Control Number: 10/629,431 Page 4 

Art Unit: 2192 

Argument 3 : "Fortin's elements 720 and 722 are lines drawn between the 
common exit code in the library and a user-supplied exit routine, strong implying just the 
opposite of what is claimed" (Remarks, page 10/12, last paragraph). It should be noted 
that a common exit code clearly anticipates a single instance of a given exit interface 
that is used by multiple target routines/users. Thus, this argument appears to contradict 
with Argument 1, in which Applicant asserts that Fortin does not teach a single instance 
of a given exit interface. Furthermore, as established in the previous Office Action 
(page 3), col. 5:45-60 of Fortin explicitly teaches selecting a single exit routine (see at 
least 706, 720, 722 FIG. 7 & associated text; appropriate common user specific exit 
routines, demultiplexer, single exit routine, available routines col. 5:45-60; col. 6:1 9-67) to 
monitor a number of software programs (i.e., multiple target routines)(see at least Fortin 
Abstract). Thus the user-supplied exit routine is one of multiple available exit routines 
that can be selected to be the common exit code/interface that is used to monitor the 
multiple target routines. 

Argument 4 : "With respect to Baer and Fortin the proferred motivation to 
combine has been made without regard to what the references fairly teach or suggest" 
(Remarks, page 11/12, first paragraph). The Examiner strongly and respectfully 
disagrees. It has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular probjem 
with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
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(Fed. Cir. 1992). In this case, as established in the previous Office Action (page 4), 
since Forth and Baer are analogous art because they are both directed to storing 
routines in program library which is accessible to calling routines at runtime and Baer 
teaches storing routines (i.e., program modules, code) in an IMS program library (see at 
least 110, 140 FIG.1 & associated text; 210-270 FIG.2 & associated text; information 
management system, digitized data, functions, procedures, distributed objects, library 
server 110, library catalog 140 col.1: 10-67) to make access of library objects (i.e., 
common exit routines) available to multiple users (i.e., target routines) as well as 
allowing the users to store and retrieve said objects (e.g., exit routines) (see at least 
Baer distributed objects, information management system, digitized data col.1 : 10-3: 15). 
The motivation to combine is considered reasonable advantageous as has been 
established. 

Argument 5 : "Fortin does teach comparing 'a candidate user-exit load module to 
a pretermined interception routine and 'eye-catcher' and treating a non-matching 
'candidate user-exit' load module as a user exit routine" (Remarks, page 11, last 
paragraph). Although Fortin does not use the terms 'candidate user-exit' and 'eye- 
catcher 1 per se, Fig. 5 & associated text (see at least col. 5:45-col. 6:35) explicitly 
discloses the demux entry inserting instructions (i.e., instrumentation code) that link the 
target routines (i.e., transfer execution flow) to the selected common exit routine (see at 
least 718, 724 FIG.7 & associated text) which resides in the routine library 504. Since it 
is inherent that each of the multiple routines in the library has its own unique (i.e., non- 
matching) identification (e.g., name and/or address) and the instrumentation code 
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always transfer execution flow to the selected common exit routine (i.e., predetermined 
interception routine "eye-catcher"), Fortin clearly teaches "comparing 'a candidate user- 
exit' load module to a predetermined interception routine and 'eye-catcher' and treating 
a non-matching Candidate user-exit' load module as a user exit routine". 

5. In view of the foregoing discussion, rejection of claims under 35 USC 103(a) is 
considered proper and maintained. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 21-30 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 21 

Merely recited as "a computer program device ... comprising: logic means for the 
claim does not limit the dewce to a statutory machine which contains physical 
components since the logic means, as claimed, is clearly not a physical component nor 
is it equivalent to "executable means" in a computer-readable medium claim. 

Claims 22-30 

They are also rejected for failing to remedy the deficiency of rejected base claim 21 . 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1, 11-14, 21-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fortin (US 5528753 A) in view of Baer et al. (US 6035303 A, 
"Baer"). 

Claim 1 

Fortin teaches a method for intercepting user exit interfaces in programs (see at least 
718, 720, 722,724 FIG.7 & associated text; 212 FIG.3 & associated text), comprising: 
installing a program library at a user computer as the first library in an program library 
concatenation, the program library including an interception routine (see at least 504 
FIG. 5 & associated text; 606 FIG.6A & associated text; target routine, routine library, 
Exit Routine 212 col.4:17-65; instrumentation library 504, exit routines col.5:20-30); 
dynamically loading an interface routine (see at least 506 FIG. 5 & associated text; 702, 
704 FIG.7 & associated text; target routine, routine library, exit points, Exit Routine 212 
col.4: 17-65); and wherein the interception routine communicates with the interface 
routine to resolve name ambiguity and enable simultaneous use of a single exit (see at 
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least 706, 720, 722 FIG. 7 & associated text; appropriate common user specific exit 
routines, demultiplexer, single exit routine, available routines col. 5:45-60; col. 6:1 9-67). 

Fortin does not expressly disclose said programs as IMS programs and said server as 
IMS server. However, Baer teaches storing routines in a IMS program library (see at 
least 110, 140 FIG.1 & associated text; 210-270 FIG.2 & associated text; information 
management system, digitized data, functions, procedures, distributed objects, library 
server 110, library catalog 140 col.1 : 10-67) and loading the interface routine at the IMS 
server wherein the interface routine communicates with the other routines in the library 
to resolve name ambiguity and enable simultaneous use of a single exit by plural users 
(see at least API functions, digital library, mapping, table name, column name col.4:28- 
col.5:40; FIG.3C & associated text; 130, 131 FIG.1 & associated text). Fortin and Baer 
are analogous art because they are both directed to storing routines in program library 
which is accessible to calling routines at runtime. It would have been obvious to one of 
ordinary skill in the pertinent art at the time the invention was made to incorporate the 
teaching of Baer into that of Fortin for the inclusion of IMS programs and IMS server. 
And the motivation for doing so would have been to make access of library objects (i.e., 
common exit routines) available to multiple users as well as allowing the users to store 
and retrieve said objects (see at least Baer distributed objects, information management 
system, digitized data col. 1 : 1 0-3:1 5). 
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Fortin as modified by Baer further teaches passing control from an IMS program at the 
IMS system server to the interface routine (see at least col. 5:45-60; col. 6: 19-67). 

Fortin as modified by Baer further teaches receiving (i.e., passing) control at the 
interception (i.e., exit) routine from the IMS program (see at least col. 5:45-60; col. 6:1 9- 
67). 

Fortin further teaches establishing the interception routine as a user exit routine (see at 
least target routine, routine library, Exit Routine 212 col.4:17-65). 

Claim 11 

Claim recites a system version of the method addressed in claim 1, therefore, is 
rejected for the same reasons as cited in claim 1. 

Claims 12-14, 21-24 

Claims recite limitations, which have been addressed in claims 1-4, therefore, are 
rejected for the same reasons as cited in claims 1-4. 

10. Claims 5-10, 15-20, 25-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fortin in view of Baer further in view of Chan et al. (US 
6460178 B1, "Chan"). 
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Claim 5 

The rejection of base claim 4 is incorporated. Fortin and Baer do not expressly disclose 
obtaining the name of each library in an IMS program library concatenation at the 
interception routine. However, Chan teaches obtaining the name of each library in a 
program library concatenation at the interception routine (see at least FIG.4A & 
associated text; existing programs, name of library 401, shadow libraries 412, 413 
col. 10: 13-30). Chan and Fortin are analogous art because they are both directed to 
maintaining program library containing routines. It would have been obvious to one of 
ordinary skill in the pertinent art at the time the invention was made to incorporate the 
teaching of Chan into that of Fortin for the inclusion of obtaining the name of each 
library. And the motivation for doing so would have been to enable the addition of new 
libraries by the same names (for the purpose of code instrumentation and optimization) 
without modifying external applications (i.e., programs and code) that rely on said 
libraries (see at least Chan col. 10: 13-55). 

Claim 6 

The rejection of base claim 5 is incorporated. Chan further teaches dynamically 
allocating each library in the IMS program library concatenation as a separately 
accessible file at the interception routine (see at least FIG.4B & associated text). 



Claims 15-16, 25-26 
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Claims recite limitations, which have been addressed in claims 5-6, therefore, are 
rejected for the same reasons as cited in claims 5-6. 

Claim 7 

The rejection of base claim 6 is incorporated. Fortin further teaches determining of any 
of the libraries includes a load module with the same name as the interface routine; and 
flagging a first block of a matching load module as a "candidate user-exit." (see at least 
FIG. 3 & associated text; FIG. 7 & associated text). 

Claim 8 

The rejection of base claim 7 is incorporated. Fortin further teaches comparing a 
"candidate user-exit" load module to a predetermined interception routine "eye-catcher"; 
and treating a non-matching "candidate user-exit" load module as a user exit routine 
(see at least FIG. 3 & associated text; FIG.7 & associated text). 

Claims 9-10, 17-20,27-30 

Claims recite limitations, which have been addressed in claims 1-8, therefore, are 
rejected for the same reasons as cited in claims 1-8. 



Conclusion 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chrystine Pham whose telephone number is 571- 
272-3702. The examiner can normally be reached on Mon-Fri, 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tuan Q. Dam can be reached on 571-272-3695. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 




